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Washington, D.CL 20231 

RESPONSE 

Dear Sir: 

This response is being filed in reply to the office action mailed September 23, 2002. In 
that action, the Examiner has required restriction under 35 US.C. 121 between the following 
groups of claims: 

I. Group I claims 1-20, drawn to modified nucleic acids; 

II. Group II claims 21-28, drawn to method of making modified nucleic acids; 
(II. Group III claims 29-43, drawn to a modified conductive surface; 

IV. Group IV claims 44-47 , drawn to method of making modified conductive 
surface; 

claims 48-55, drawn to method of nucleic acid hybridization. 



L L wi i 



V. Group V 



REMARKS 

The above-described restriction requirement has been directed toward claims 1-55, 
the original claims filed in the corresponding International Application, PCT/EP00/00084. 
By virtue of the Preliminary Amendment filed simultaneously with the current U.S. Patent 

Application (07/11/2001), however, claims 1-55 have been canceled in favor of new 

I 

claims 58-126. |For purposes of addressing the current restriction requirement, pending 
claims 56-126 correspond to original claims 1-55 as set forth below. 
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Group Old Claims 


New Claims 


1 1-20 


56-82 


II 21-28 


83-91 


III 29-43 

I 


92-1 12 


IV 44-47 


113-116 


V 48-55 


117-126 



modified nucleic acids 
method of making I 

modified conductive surfaces made from I 
method of making Hi 

method of detecting nucleic acid hybridization with Hi 
The Applicant provisionally elects the invention disclosed in Group I (original claims 1-20, 
pending claims 56-82) and it is requested that, without further action thereon, claims 83-126 be 
retained in this application pending disposition of this case and for possible filing of (a) divisional 
application^). 

The Exairiiner is of the opinion that United States Patent No. 5,770,369 ("the '369 
patent") disclosesjail the elements of claim 1, group I, and accordingly the claims of groups ll-V 

lack the same or corresponding special technical features. It is noted that such an a posteriori 

i 

finding of lack of ijinity of invention requires a presumption of lack of novelty or inventive step 
in a main claim 3o that there is no technical relationship left over the prior art among the 
different groups. It is respectfully submitted that the restriction requirement in general, and 
particularly with regard to the citation of the* '369 patent, is misplaced with regard to pending 
claims 56-126. 

The '369 patent discloses nucleic acid oligomers modified by covalent attachment of 
redox active compounds, thus providing a s/stem for binding an oligonucleotide modified with 
a redox active orgjanic molecule to an elecb-ode (column 11, lines 1 to 12). 

Original clgim 1 and pending claim 56 of the present application require the presence 
of at feast two molecules within one redox-active unit, i.e., the presence of at least one electron 
donor moiety and at least one electron acceptor moiety. These two moieties may be connected 
spacer (structure 2, page 34), however, this is not mandatory as shown by 



to each other by a 



Structure 1 (page 34) 



10r 2X8.1*0 ru 
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In contrast the '369 patent discloses nucleic arid oligomers modified by covafent 
attachment of two redox-active groups, one electron donor group and one electron acceptor 
and 2 of the '369 patent). Please note that Figs. 1 and 2 of the '369 patent 
illustrate aN the possible orientations of electron donor and electron acceptor groups on nucleic 
acid oligomers (column 5, lines 43 to 50). 

It is readily appreciated that the *369 patent does not disclose or suggest a nucleic acid 
oligomer modified by a redox active unit in which the redox active unit, as required by 
independent claim 56 (and original claim 1) of the present application, contains at least one 
electron donor mc iety and at least one electron acceptor moiety. Furthermore, pending main 
modified nucleic acid oligomer in which the electron donor moiety and the 
electron acceptor inoiety are not interconnected by a nucleic acid oligomer (a feature inherent 
in the invention described and claimed in the '369 patent, thus rendering the claims of the 
present invention and the disclosure of the '369 patent mutually exclusive. Accordingly, there 
is clearly no presimption of lack of novelty or inventive step in claim 56 over the '369 patent, 
as required by PCT Rule 13.1. 

In conclusion, independent claim 56 recites a common general inventive concept 
(a nucleic acid oligomer modified by a redox active unit in which the redox active unit contains 
at (east one electron donor moiety and at least one electron acceptor moiety, and In which the 
electron donor moiety and the electron acceptor moiety are not interconnected by a nucleic acid 
oligomer) as requi red by PCT Rule 13.1, in order to satisfy the unity of invention requirement. 
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that there are any fee deficiencies or additional fees are payable, please 
j>r credit any overpayment to our Deposit Account (Account No. 04-0213). 

Respectfully submitted, 

Scott A/Tfaniels, Reg. No. 42,462 
Customer No. 020210 
Davis & Bujold, P.L.L.C. 
Fourth Floor 

500 North Commercial Street 
Manchester NH 03101-1151 
Telephone 603-624-9220 
Facsimile 603-624-9229 
E-mail: Patent(S)da visandbu jnlri rnr^ 

, CERTIFICATE OF MAILING 

itrfy thatthis correspondence is being deposited with the United States Postal 
:l ent postage as First Class Mail in an envelope addressed to: Commissioner 
tfemarks, Washington, DC. 20231 on October 23. 2009 
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